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DETAILED ACTION 

1 . This action is responsive to the paper(s) filed 4/6/06. 

Response to Amendment 

2. The amendment filed 4/6/06 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: 

■ Claim 4 previously included a step of inputting information into a computer 
and the recent amendment adds another step of inputting information into 
another computer. A review of applicant's specification failed to reveal 
support for a user inputting information twice, into different computers. The 
example of a user inputting his cell phone number into a first computer 
responsive a banner ad on the first computer, triggering a coupon delivered to 
his cell phone (second computer) does not appear to be consistent with the 
new claim scope. It is unclear where support for a user entering information 
twice - on different computers is found. Nor is it clear where there is support 
for a user receiving an advertisement inputting information identifying a 
second computer whereby that advertisement is subsequently delivered to 
the second computer. 

■ Claim 5 appears to claim that the identified cell phone is then forwarded a 
web page which is not supported by the specification. 
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Applicant is required to cancel the new matter in the reply to this Office Action. 

Specification 

3. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). No support 
can be found for the subject matter of claims 4 and 5 (as above). Correction is required. 

Claim Objections 

4. Claim 1 1 is objected to because of the following informalities: 

■ Claim 1 1 apparently depends from the wrong claim - perhaps it should 
depend from claim 9?. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claim 6 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. It is unclear how a user can print a coupon that has been 
delivered to a cell phone. The specification appears to support delivery of a coupon via 
either printing the coupon or requesting the coupon be delivered to a second computer 
device as identified by inputted information, not both [FIG 4 - step 43]. 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1, 3-9, 11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mankoff et al in view Sim (KR2000030358A). Sim (KR2000030358A) is a 
document that was published June 5, 2000. The WO 01/63507 A1 document has been 
included merely as an English-language equivalent of Sim (KR2000030358A) and will 
be used to reference portions of Sim's disclosure which support the examiner's 
conclusions. 

Regarding claims 1 , 7-9, Mankoff et al teaches the concept of a user browsing 
webpages on the Internet and clicking a banner advertisement to request an electronic 
coupon be delivered (from a coupon server) to his computer. Mankoff et al teaches that 
the coupon can be redeemed at a retailer by synchronizing (connecting) the computer 
to the retailer computer and transferring the coupon to the retailer. Mankoff et al 
teaches delivery of electronic coupons to user devices such as PDA's, smart watches 
Internet appliances and other devices [col 3 lines 35-39]. Mankoff et al does not teach 
delivery to wireless phones. Sim (KR2000030358A) teaches delivery of electronic 
coupons to wireless phone users [pg 3] and it would have been obvious to one of 
ordinary skill at the time of the invention to have delivered the coupons of Mankoff et al 
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to user's phones as an alternative portable coupon device. Sim (KR2000030358A) 
teaches that a database is provided on coupon server 6 which stores users' phone 
numbers so that coupons can be delivered to a particular identified user phone. It 
would have been obvious to one of ordinary skill at the time of the invention for the user 
to have inputted/provided his wireless device identifying phone number (or other 
wireless identifier) to the banner advertising system so that his phone can be correctly 
identified in the database responsible for delivering the requested. Sim 
(KR2000030358A) teaches the ability to display the coupons [coupons have text and/or 
pictures - page 4: lines 18-22; phones have a display screen - FIG 1] and the concept 
to present the coupons to store employees for redemption [4:32-35]. The coupons of 
Mankoff et al and Sim (KR2000030358A) are both taken to be a purchasing incentives. 

Regarding claims 3, 1 1 , Official Notice is taken that display capabilities of cell 
phones vary from model to model and that some provide a text-only display while others 
enable monochrome images and others enable color images. It would have been 
obvious to one of ordinary skill at the time of the invention to have displayed a subset of 
coupon data (text and/or black and white images) on phones with less capable displays. 

Regarding claims 4, 5 as best understood given the uncertain supported claim 
scope (as above), the art rejection as provided above is taken to read on the claim 
scope when considering the disclosed invention provided by the specification. In the 
event that applicant is capable of supporting secondary user input of information, 
Mankoff et al teaches a user cookie, user identifier and user authentication [5:35-46] 
which provides another input of user information. Further, Official Notice is taken that 
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cell phones are known to be able to browse web sites and it would have been obvious 
to one of ordinary skill at the time of the invention to have signed in to the service with a 
cell phone in order to view ads and request coupons be downloaded to any of several 
user-identified cell phone devices. Further, inasmuch as pertinent, Mankoff et al 
teaches that the site that provides the coupon-associated advertising may be a different 
server than the one which ultimately delivers the coupon to the identified user [col 2 
lines 7-20, col 3 lines 50 to col 4 line 12, FIG 4]. 

Regarding claim 6 as best understood, Mankoff et al teaches that it is well known 
to receive electronic coupons and print them [col 1 lines 28-35]. 

8. Claims 2, 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mankoff et al in view of Sim (KR2000030358A) and Golden et al (US57616448). 

Regarding claims 2, 10, Mankoff et al does not teach limiting the number of 
coupons to be downloaded to the user device. Golden et al also teaches downloading 
electronic coupons to a user computer. Golden et al provides a feature whereby the 
user may download only a certain number of coupons [col 4 lines 2-8]. It would have 
been obvious to one of ordinary skill at the time of the invention to have enabled such a 
provision of a predetermined maximum number of coupons that can be downloaded to 
the user's device. Such a feature would help prevent coupon fraud, for example. 
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Response to Arguments 

Mankoff et al and Sim (KR2000030358A) as applied previously to claim 4 form 
the basis for this rejection, as each independent claim now includes features of previous 
claim 4. Applicant argues that Mankoff et al and Sim (KR2000030358A) do not teach or 
suggest claim 4. While the examiner has not found full support for the present claim 4, 
the rejection as presented herein to all independent claims is believed proper for the 
reasons provided. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey D. Carlson whose telephone number is 571-272- 
6716. The examiner can normally be reached on Mon-Fri 8a-5:30p, (off on alternate 
Fridays). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571)272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Jeffrey D. Carlson 
Primary Examiner 
Art Unit 3622 
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